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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) [E Claim(s) 170-198 and 290-325 is/are pending in the application. 

4a) Of the above claim(s) 170-198. is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 290-325 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

1 2) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d). 

a)D All b)D Some * c)D None of the CERTIFIED copies of the priority documents have been: 

1. Q received. 

2. D received in Application No. (Series Code / Serial Number) . 

3. Q received in this National Stage application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 1 1 9(e). 



Attachment(s) 

15) □ Notice of References Cited (PTO-892) 

16) K Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) Kl Information Disclosure Statement(s) (PTO-1449) Paper No(s) 3 . 



18) Q Interview Summary (PTO-413) Paper No(s). 

1 9) Q Notice of Informal Patent Application (PTO-1 52) 

20) □ Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 3-98) 



Office Action Summary 



Part of Paper No. 8 



DETAILED ACTION 
Election/Restrictions 
Claims 170-198 are withdrawn from further consideration pursuant to 37 CFR 
1 . 142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in Paper 
No. 7. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by a 
petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17(i). 

Upon reconsideration, Examiner will rejoin claims 299-325 and will examine 
these claims with the elected Group II, claims 290-298. 

Specification 

The abstract of the disclosure is objected to because it is of improper length and 
content (see below for further explanation). Correction is required. See MPEP 
§ 608.01(b). 

Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the 
patent and should include that which is new in the art to which the invention 
pertains. If the patent is of a basic nature, the entire technical disclosure may be new in 
the art, and the abstract should be directed to the entire disclosure. If the patent is in the 
nature of an improvement in an old apparatus, process, product, or composition, the 
abstract should include the technical disclosure of the improvement. In certain patents, 
particularly those for compounds and compositions, wherein the process for making 
and/or the use thereof are not obvious, the abstract should set forth a process for making 
and/or use thereof. If the new technical disclosure involves modifications or alternatives, 
the abstract should mention by way of example the preferred modification or alternative. 



The abstract should not refer to purported merits or speculative applications 
of the invention and should not compare the invention with the prior art 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 250 words. It is important 
that the abstract not exceed 250 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. The form and legal 
phraseology often used in patent claims, such as "means" and "said," should be avoided. 
The abstract should describe the disclosure sufficiently to assist readers in deciding 
whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given 
in the title. It should avoid using phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The disclosure describes," etc. 
This includes language such as "The present invention describes," etc. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 290-310, 313-320, and 325 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for treating the living tissue 
with at least one photo-active molecular agent and treating the volume with light to 
promote 2 photon excitation, does not reasonably provide enablement for simultaneous 
two-photon excitation. The specification does not enable any person skilled in the art to 



which it pertains, or with which it is most nearly connected, to use the invention 
commensurate in scope with these claims. Specifically, it is noted that the instant claims 
have been copied for interference purposes and it is clear that the amended claims do not 
have basis in the original specification as filed nor do they have basis within the parent 
cases for simultaneous two photon excitation. 

Claims 3 1 1-3 12 and 321-325 are rejected under 35 U.S.C. 1 12, first paragraph, 
because the specification, while being enabling for method for medical treatment of a 
particular volume of tissue by introducing a photo-active molecular agent into a tissue, 
allowing it to accumulate in the tissue, and directing light to specific regions of interest, 
does not reasonably provide enablement for controlling the location of a focused region 
over a range of depths within the tissue. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the invention commensurate in scope with these claims. Specifically, it is noted 
that the instant claims have been copied for interference purposes and it is clear that the 
claims do not have basis in the original specification as filed nor do they have basis 
within the parent cases for controlling the location of a focused region over a range of 
depths within the tissue and producing photo-activated agents at the focused region. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kelly O'Hara whose telephone number is (703) 308- 
0780. The examiner can normally be reached on 5/4/9. 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 308-3509 
for regular communications and (703) 308-2708 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0858. 
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